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BUSINESS LAwW UPDATE
A bulletin in respect of the laws of Canada and the Province of Ontario

ToP TEN MYTHS ABOUT TRADE-MARKS
1. Il HAVE REGISTERED A BUSINESS NAME SO | DON’T NEED TO REGISTER A TRADE-MARK.

In Canada, when a company becomes incorporated, its corporate name is recorded in the relevant jurisdiction
of incorporation (federal, provincial or territorial). A company must use its corporate name in full on contracts,
invoices and the like, but it may carry on business under a business or trade name. For instance, a company called
ABC Motors Corporation Inc. might use the business name ABC Motors. However, a company must register any
business name it uses.

Many think that a registered corporate or business name gives an entity the exclusive right to use that name
within the relevant jurisdiction. However, if that name is confusingly similar to an existing trade-mark, the
ability to use it may be lost. Additionally, registration of a corporate or business name may not result in exclusive
use of that name; it is possible that others will be able to register names that are only slightly different.

Therefore, if your business name is important in identifying your products, services and reputation, that name
should be registered as a trade-mark under the Trade-marks Act (Canada). Trade-mark registration provides the
owner with exclusive use of that mark across Canada in connection with the wares and services for which it was
registered. In short, corporate and business name registrations are no substitute for a trade-mark registration.

2. I CAN’T USE ™ UNTIL MY TRADE-MARK IS REGISTERED.

The ™ symbol can be used even before registration of a trade-mark, but the ® symbol can only be used
afterwards.

3. A TRADE-MARK HAS TO BE A WORD.

Not only words but also symbols, designs, shapes, numbers, the way the product is packaged, colours, etc., if
distinctive of your wares or services, can be trade-marked.

4. |IF MANY PEOPLE ARE USING A CERTAIN MARK IN ASSOCIATION WITH THEIR BUSINESS,
THEN | SHOULD BE ABLE TO AS WELL BECAUSE IT IS IN THE “PUBLIC DOMAIN”.

Although many businesses may be using a particular mark, your ability to use that mark is limited. Asa
trade-mark is registered in association with wares or services in a particular area/field, a company in an unrelated
field may be able to register the same mark. For instance, the mark LEXUS is registered by both an auto
manufacturer and a juice company.

However, there are instances when words or marks are in the “public domain”. There are a number of words
and marks which cannot be registered as they are considered to be descriptive of a certain type of wares or services
rather than distinctive to a particular company’s goods. As an example, it is for this reason that the word
NATURAL cannot normally be registered in association with food products.
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5. ONCE | GET A TRADE-MARK REGISTERED IN CANADA, | HAVE THE RIGHTS TO ITS USE
AROUND THE WORLD.

The rights to a trade-mark are limited to the country or countries in which it is registered (one exception is
the European Union). However, there are International Conventions between various countries that allow a trade-
mark owner in one country to claim priority when extending their application to another country.

6. AFTER | REGISTER A TRADE-MARK | CAN UPDATE IT PERIODICALLY WITHOUT HAVING TO
AMEND MY TRADE-MARK REGISTRATION.

If you intend to make changes to your trade-mark, you should file a new application for that mark. If you do

not do so, your original registration may be viewed as having been abandoned and you will have no protection for
your mark.

7. IT IS BETTER TO GET YOUR COMPANY OFF THE GROUND BEFORE YOU THINK ABOUT TRADE-
MARKING.

A trade-mark registration can be made based on “proposed use”. Because a trade-mark is important to the

reputation and identity of a company, it is recommended that trade-mark registration be considered as early
possible.

8. THE LOGO WE USE IS BASED ON ANOTHER LOGO, BUT WE HAVE CHANGED IT A BIT SO IT’S
DIFFERENT.

If your logo is confusingly similar to a registered trade-mark, you may not be able to avoid liability. However,
determining whether marks are confusingly similar is not based solely on the mark itself but also on the wares and
services with which it is associated (recall the LEXUS case, above).

9. IF | REGISTER THE ENGLISH VERSION OF A TRADE-MARK | AUTOMATICALLY OBTAIN
PROTECTION FOR THE FRENCH VERSION AS WELL.

English and French versions of trade-marks must be registered separately.

10. OUR SUBSIDIARY COMPANIES CAN USE THE PARENT COMPANY’S TRADE-MARKS BECAUSE
WE ARE ALL RELATED.

A trade-mark can only be used by the owner or its licensees (or sub-licensees). This should be done in order to
maintain control over use of the mark, and if it is not, a loss of distinctiveness may result and the mark may then
become vulnerable to expungement.

Please click here for detailed information (in English): http://www.mbmlex.com/Upload/Publication/TopTenMyths Trade-marks 0905.pdf

Please direct any (English) inquiries to the following:

Sharon E. Groom (Intellectual Property Group — Toronto): 416.865.7152 sharon.groom@membm.com
Richard Uditsky (Intellectual Property Group — Montréal): 514.987.5015 richard.uditsky@mcmbm.com

The Editor would like to express his sincere appreciation to Tetsuya lizuka and Takashi Nishinaka for their assistance in editing the Japanese version of
this publication.
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